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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 11-13.15 and 18-20 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Specification 

The abstract of the disclosure is objected to because the abstract should be in the form of 
a single paragraph of no more than 15 lines or 150 words. Correction is required. See MPEP 
§ 608.01(b). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 11-13, 15 19 and 20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
JP'933. JP'933, in the English language abstract supplied by the applicant for example, teaches a 
method and apparatus for the cooling of metallic strips including a main cooling roller (1) and 
support rollers (2) each of which include cooling means which show all aspects of the above 
claims since the term "a resiliently deformable and thermo-capacitive material" could be met by 
any material including the roll material of JP'933 since all materials are to some extent 
resiliently deformable and have some degree of thermo-capacitance, and the claims give no 
minimum limits for these terms. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP'933. as 
applied to claim 15 above, JP'933 shows all aspects of the above claims except the recitation that 
the support roller be of any particular size, although the recited roller sizes fall within that which 
is broadly allowed by JP'933 and the rollers of JP'933 operate in substantially the same manner 
with substantially the same stated results as those instantly claimed. It has been well settled that 
motivation to alter the size of a component shown by the applied prior art without materially 
altering the operation or effect of the component, would have been a modification obvious to one 
of ordinary skill in the art at the time the invention was made. See MPEP 2144.04 IV A. In the 
instant case, motivation t alter the size of the support rollers of JP'933 to any other equally useful 
size would have been a modification obvious to one of ordinary skill in the art at the time the 
invention was made. 

Allowable Subject Matter 

Claims 14, 16 and 17 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Yoshioka et al is also cited as a further example of prior art roll cooling methods and 
apparatus for the cooling of metallic strips. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Kastler whose telephone number is (571) 272-1243. The 
examiner can normally be reached on Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Scott Kastler/ 

Primary Examiner, Art Unit 1793 
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